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REMARKS/ARGUMENTS 

This Amendment is responsive to the Office Action mailed on March 20, 2006. 
Entry of this Amendment is requested. 

In this Amendment, claims 1, 2, 4-6, 10, 13-16, 30, 35, 37-44, 46, 51. 53, and 55- 
57 are amended, claims 20-29 are canceled, and claims 58-67 are added so that claims 1- 
19 and 30-67 are pending and subject to examination. 

Claims 6, 37, and 53 are amended so that they are in independent form, such that 
claims l f 6, 10, 30, 37, 38, 46, and 53 are now independent. The amendments to these 
claims do not raise new issues requiring further search and/or consideration, since these 
claims are the same claims that were previously presented. 

1. 35 USC 103 - McGauley et aL and Hanna et aL 

Claims 1-53, 56, and 57 are rejected as being obvious over McGauley et al, (U.S. 
Patent No. 5,899,998) and Hanna et al. (U.S. Patent No. 2004/0141661). This rejection is 
traversed. As set forth below, independent claims 1, 10, 30, 38, and 46 are now in 
condition for allowance. Accordingly, Applicants respectfully request withdrawal of the 
rejection of independent claims 1, 10, 30, 38, and 46 and full aUowance of the same. 

Claims 2-5, 7-9, 1 1-19, 31-36, 39-45, and 47-52, directly (or indirectly) depend 
from and further limit an allowable independent claim and hence are also in condition for 
allowance. Accordingly, Applicants respectfully requests withdrawal of the rejection to 
claims 2-5, 7-9, 1 1-19, 3 1-36, 39-45, and 47-52 with full allowance of the same. 

A, Independent claims 1, 10, 30, 38, and 46 

McGauley et al, and Hanna et al. do not render obvious independent claims 1,10, 
30, 38, and 46, or any claims dependent thereon, since each and every element is not 
taught suggested by McGauley et al, and Hanna et al. To establish prima facie 
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obviousness of a claimed invention, all the claim limitations must be taught or suggested 
by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). MPEP 
2143.03. For example, independent claim 1 recites a system including, inter alia, a 
"portable device and [a] point of service device [that] use their associated plurality of 
rules and meta-mles to determine an outcome for a purchase transaction ." Independent 
claims 10, 30, 38, and 46 are also amended to recite the phrase "purchase transaction". 

McGauley et al. is entitled "Method and System For Maintaining And Updating 
Computerized Medical Records" and Hanna et al. is entitled "Intelligent Medical Image 
Management System". Clearly, these references do not teach or suggest "purchase 
transactions", let alone a "purchase transaction" whose outcome is determined using rules 
and meta-mles as recited in independent claims 1, 10, 30, 38, and 46. 

In addition, as explained below, Applicants respectfully submit that McGauley et 
al and Hanna et al. cannot be combined in the manner proposed by the Examiner to 
render the previously submitted claims or the presently submitted claims obvious. 

B. Independent claims 6, 37, and 53 

Claims 6, 37, and 53 are amended so that they are in independent form. The 
amendments do not raise new issues requiring further search or consideration. 

L Obviousness has not been established, since each and every element of the claims 
is not taught or suggested by McGauley et al and Hanna et al 

Obviousness has not been established, since each and every element of the claims 
is not taught or suggested by McGauley et al and Hanna et al. Neither McGauley et al, 
nor Hanna teach or suggest a transaction "outcome" that is a "price", As noted above, 
McGauley et al. is entitled "Method and System For Maintaining And Updating 
Computerized Medical Records." The Examiner admits that McGauley et al. does not 
teach "meta-rules" or a "price", but relies on Hanna et al, as teaching these features. At 
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page 8 of the Office Action, the Examiner states Hanna et al, discloses "wherein the 
outcome for the transaction includes a price, (paragraph [0014], lines 1-10, shows that 
according to need, business decisions are made regarding images that will be stored 
faster, higher cost devices). 1 ' 

Paragraph [0014], which is relied upon by the Examiner, is reprinted below: 

[0014] It is apparent from Table 1 that there is a tradeoff between storage 
cost and image retrieval time. To drive the overall storage cost down, 
therefore, the health care enterprise will make business decisions 
regarding which images will be stored in faster, higher cost devices and 
which will be archived to slower, low cost devices or media. For example, 
a radiology department may have a policy of archiving images compressed 
in a lossless manner stored on a RAID device to magnetic tape 
compressed in a lossless manner one year after the image is acquired. 

Neither this paragraph nor any other paragraph of Hanna et al. teaches or suggests 
that a "price" may be an "outcome" of a transaction that uses rules and meta-rules. As 
explained in Hanna et al.'s abstract, Hanna et al.'s system obtains images from medical 
imaging devices and then makes a decision to store those images in the various storage 
devices having different cost and performance characteristics. Paragraph [0014] of 
Hanna et al. mentions that a "heath care enterprise" makes decisions on how and where to 
store medical images, so that Hanna et at ! s system will know where to store the images. 
For example, the health care enterprise may decide to store radiology images on a RAID 
storage device, and this instruction may be provided to Hanna et al.'s system. Thus, 
Hanna et al. does not teach or suggest an outcome that is a "price", where the outcome 
was generated using rules and meta-rules. 

To the contrary, if there is any suggestion of "price" in paragraph [0014] of 
Hanna, et aL, the ''price" of storing data would be used as an "input" for Hanna et al.'s 
system to determine where to store imaging data in a hospital setting, aad not an 
"outcome" that is produced using rules and meta-rules. For example, in Hanna et al., a 
health care enteiprise can program Haxma et al.'s system to store radiology images in a 
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faster, higher cost machine, rather than a slower, low cost machine, since radiology 
images may be needed more quickly for diagnoses than other types of images. In this 
case, the "price" of storing image data would be used as a system "input", and not an 
"outcome". In this regard, Harma et al teaches awav from an outcome that is a ,l price" 
where the outcome is produced using rules- and meta-rules. 



2. Obviousness has not been established, since the Examiner has not established that 
the motivation to combine is taught or suggested by the prior art 

Obviousness has not been established, since the Examiner has not established that 
the motivation to combine is taught or suggested by the prior ait. Obviousness can only 
be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so. In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cm 1988), MPEP 2143.0L The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success 
must both be found in the prior art, and not based on applicants disclosure. In re Vaeck, 
947 F.2d 488, 20 USPQ2d 1438 (Fed, Cir. 1991). MPEP 2142. Here, the Examiner 
alleges the following: 

Hanna et al. discloses these limitations in an analogous art for the 
purpose of showing that rules directly associated with meta rules are 
applied so that if there is a change in the image storage policy of the health 
care enterprise, the evaluate rule will not be satisfied, and the rule will 
therefore have to be changed. 

It would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to apply meta-rules to determine whether 
one or more of the plurality of rules can be altered with the motivation of 
keeping rules updated according to system change, 

Even if the alleged motivation "keeping the rules updated according to system 
change" is a valid reason for modifying McGauley et al. to use meta-rules and even if 
meta-rules are even taught by Hanna et al., the alleged motivation to combine the 
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references is not present in either McGauley et al. or Hanna et aL As noted above, the 
motivation to combine must be present or suggested by the prior art of record. Since the 
Examiner has not indicated where the prior art of record teaches that meta-rules can 
"keep rules updated according to system change", obviousness has not been established. 

Rather, only Applicants 1 specification mentions that changing systems can be 
addressed by using meta-rules (see, e.g., paragraph [0003] of the present application). 
Contrary to requirement set forth in the MPEP and established by the Court of Appeals 
for the Federal Circuit, the motivation to combine McGauley et al. and Hanna et al. was 
taken from Applicants' own application to establish obviousness, and not the prior art as 
required by 35 US.C. § 103. Accordingly, the combination of McGauley et al. and 
Hanna et al. is improper for yet another reason. 

II. 35 USC 103 - McGauley et aL, Hanna et al, 3 and Ginter et aL 

Dependent claims 54 and 55 are rejected as being obvious over McGauley et al., 
Hanna et al., and Ginter et al. (U.S. Patent No. 5,915,019), This rejection is traversed. 

Claims 54 and 55 are allowable, because, among other reasons, they depend from 
non-obvious independent claims. Withdrawal of the rejection of claims 54 and 55 is 
requested with full allowance of same. 
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PATENT 



CONCLUSION 



As noted by the arguments above, Applicants submit that there are many more 
reasons why one would conclude that the claims are patentable, rather than unpatentable. 
A Notice of Allowance is therefore respectfully solicited. If the Examiner believes a 
telephone conference would expedite prosecution, please telephone the undersigned. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 9411 1-3834 

Tel: 415-576-0200 

Fax: 415-576-0300 

PRJ 



60803088 vl 



Respectfully submitted, 




PafrickR. Jewik 
Reg. No. 40,456 
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